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BASIS FOR REJECTIONS 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



REJECTION OF CLAIMS ON FORMAL MATTERS 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 6, 9, 10, 11, 13, 16 and 17 are rejected under 35 U.S.C. 1 12, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. The claimed "second virtual plane" in claim 6 infers that a 

first virtual plane is present, however, a first virtual plane is not claimed. The claimed "second 

arcuate portion" in claim 9 infers that a first arcuate portion is present, however, a first arcuate 

portion is not claimed. These inferences render the subject matter indefinite. Failure to provide 

antecedence for the "first and second chords" renders the subject matter indefinite in claim 10. 

Failure to provide antecedence for the "first oblique angle" renders claim 1 1 indefinite. With 
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reference to claim 13, failure to provide antecedence for "disc", "first" and "second oblique 
angle" and "first virtual plane" renders the subject matter indefinite. Since claim 13 specifies 
features that have not been supported in the previous claims, the scope of this subject matter is 
indeterminate and has been examined as best understood. As to claim 16, no antecedence is 
provided for "virtual plane". 

REJECTION OF CLAIMS OVER PRIOR ART 

Claims 1-4, 6, 7, 1 1 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Takahashi (Japanese document no. 5-293557). See Figures 1 and 2 where the tool 17 will 
inherently produce a first impression by the planar tool surface 16 and a second impression by 
the planar tool surface 1 5 so that a first orifice wall extends at an acute angle between the 
impressions in the volume of material. The pilot work surface 16 is spaced from the main work 
surface 15. The angle of the tool relative to the work surface of the material clearly falls within 
3-30 degrees. The transition work surface is that surface having a truncated pyramidal side 
surfaces between the surface 16 and the surface 15 (see Figure 2). 

Claim 12, 14, 15 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi (Japanese document no. 5-293557). As long as the angle of the tool relative to the 
workpiece is oblique and relatively small, it is maintained that the specific angle of 26 degrees 
would have been clearly within the purview of the skilled artisan in Takahashi' s punching 
operation. This is so since a relatively small angle facilitates a clean shearing of the workpiece 
by the punch. Greater oblique angles obviously result in a shear that is not as precise and results 
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in some deformation along the cutting edges. Thus, without the criticality specified, it is the 
examiner's position that Takahashi's oblique angle would have been within that claimed by 
applicants. Since lateral stops are common in the art, such a provision within Takahashi's tool 
would have been obvious to the skilled artisan so as to further prevent movement and slip of the 
workpiece in a horizontal fashion. Similarly, the use of projections to hold workpieces during 
punching is also a well-known implement in the retaining of workpieces. Tool steel, even 
though not illustrated by Takahashi. is widely used in this industry for its wearability. 

Claims 1-4, 18 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Takeshita (6,678,955). See Figures 7-1 1 wherein the orifice formed in the workpiece 40 by 
extending a tool 41 having a tip 46 of different inclined surfaces into the volume of material 
between first and second planar surfaces of the workpiece 40 so that first and second inipressions 
in sequence spaced apart about the longitudinal axis 52 are formed with the first impression 
being at an acute angle as measured fi-om the first planar surface within the hole 30. As shown in 
Figures 9A and 9B, the hole is formed with two side walls, as shown in cross-section, one 
constituting the first impression and the other constituting the second impression. As to claim 2, 
the terminal end of the tip 46 comprises the "pilot work surface" with the "main work surface" 
defined by the inclined surfaces of the tip 46. See Figure 1 A where 91 is equal to .1 5-45°. 

Claims 14,15, 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takeshita (6,678,955). Since lateral stops are common in the art, such a provision within 
Takeshita's tool would have been obvious to the skilled artisan so as to fiirther prevent 
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movement of the workpiece in a horizontal fashion. Similarly, the use of projections to hold 
workpieces during punching is also a well-known implement in retaining workpieces during the 
punching operation thereby preventing slip of the workpiece. Tool steel, even though not 
illustrated by Takeshita is widely used in this industry for its wearability. As to claim 17, see 
Figure 9A where obtuse and acute angles are formed in the workpiece 40, depending upon the 
reference surface being measured from. 

Claims 1-3, 6, 7, 16 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Munechika (Japanese document no. 63-224820). See Figures 1 or 2 where the claimed tool is 
readable on tool 17 or tool 33. As to Figure 1, the first and second impressions formed in 
sequence are produced by surfaces 19 and 18 with the first orifice wall being formed 
therebetween by surface 19A. As to Figure 2, the tool 33 produces impressions in sequence by 
surface 35A and 34 with the transition surface extending therebetween for forming the first 
orifice wall as an acute angle surface with respect to a first planar surface of the workpiece 40. 
Since the workpiece 40 in Figure 2 is centered with respect to the second punch 33 by first 
engaging projection 35A with the indentation 40A on the workpiece (see the first full paragraph 
on page 3 of the translation), clearly a "sequence" in the formation of the impressions is 
performed by the tool 33 so as to finally shear the workpiece 40 by the tool 33. 

Claim 4, 1 1-15 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Munechika (Japanese document no. 63-224820). As long as the angle of the tool relative to the 
workpiece is oblique and relatively small, it is maintained that the specific angle of 26 degrees or 
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within the range of 10-30 degrees would have been clearly within the purview of the skilled 
artisan in Munechika's punching operation. This is so since a relatively small angle facilitates a 
clean shearing of the workpiece by the punch, particularly that of Figure 2 where a final cutting 
is performed by the punch 33. Greater oblique angles obviously result in a shear that is not as 
precise and results in some deformation along the cutting edges. Thus, without the criticality 
specified, it is the examiner's position that Munechika's oblique angle would have been within 
that claimed by applicants. Since lateral stops are common in the art, such a provision within 
Munechika's tool would have been obvious to the skilled artisan so as to fiirther prevent 
movement of the workpiece in a horizontal fashion, especially in view of the fact that the 
workpiece 40 is clamped by tool parts 21 and 3 1 . Similarly, the use of projections to hold 
workpieces during punching is also a well-known implement in the retaining of workpieces to 
prevent workpiece slip relative to the punching implement. Tool steel, even though not 
illustrated by Munechika is widely used in this industry for its wearability. Claim 13 has been 
best examined as noted above. 

INDICATION OF ALLOWABLE SUBJECT MATTER 

Claims 5 and 8 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 
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Claims 9 and 10 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C, 112, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

PRIOR ART CITED BY EXAMINER 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

RESPONSE BY APPLICANT(S) 

Applicant(s) response to be fully responsive and to provide for a clear record must 
specifically point out how the language of the claims patentably distinguishes them from the 
references, both those references applied in the objections and rejections and those references 
cited in view of the state of the art in accordance with 37 CFR 1 .1 1 1 (a), (b) and (c). 

INQUIRIES 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner D. Crane whose telephone number is (571) 272-4516. 
The examiner's office hours are 7:00AM-3:30PM, Monday through Friday. 
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Documents related to the instant application may be submitted by facsimile transmission 
at all times to Fax number (571) 273-8300. Applicant(s) is(are) reminded to clearly mark any 
transmission as "DRAFT" if it is not to be considered as an official response. The Examiner's 
Fax number is (571) 273-4516. 



DCCrane 
December 1,2006 




Primary Patent Examiner 
Group Art Unit 3725 



